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OFRCE ACTION SUMMARY 



> communication(s) filed on 

□ This action is RNAL. / 

n Since this application is in condition for allowance except tor format matters, prosecution as to the merits Is closed In 
accordance with the practice under Ex parte Quayie, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 




A shortened statutory period for response to this action is set to expire 



3 



_ month(s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). I 



Disposition of Claima 

lQ^ni(s) 1^3 

the alxiye,'^ daim(s) 
m Pteim(s) 
H^aaim{s)_ 

□ .Clairn(s)_ 

□ aaim(s) 



mmsM 



Js/sje withdrawn.frwn consideralfon. 

" is/are allowed. 



is/are rejected. 
_ts/areobiected to.. 



Application Papers | 

G See ti>e attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 



are subject to restricton or election requirement^ 



O *nie drawing(s) filed on , 

□ The proposed drawing correction, filed on {_ 

n 'Hie specification is obiected to by the Examiner. | 

□ The oath or declaration is ot)iected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgntent is made of a daim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) . 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

^Certified copies not received: 



^is/are oi^jected to by the Examiner. . : ^tjt:^.^^^.,.- .^i^ , 
L! ' ^ is □ approved □ disapproved. 




□ Acknowledgment is made of a daim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachmem(8) 



□ Notice of Reference Cited, PTO-892 

Q^^lnformation Disclosure Statement(s), PTO-1449, Paper No(s). 
n Interview Summary, PTO-413 

D Notice of Draftperson's Patem Drawing Review. PTO-948 

□ Notice of Informal Patent Application, PTC- 1 52 




-SEE OFRCE ACTION ON THE FOUOWING PAGES- 



«TPL-32« (R»^ fl/96) 
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Serial Number: 08/466,381 
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Art Unit: 1647 



Part III DETAILED ACTION 



Response to Amendment 



1. The Group and/or Art Unit location of your application in the PTO has changed. To aid 
in correlating any papers for this application, all further correspondence regarding this application 
should be directed to Group Art Unit 1 647. 

2. Since this application is eligible for the transitional procedure of 37 CFR 1 . 1 29(a), and the 
fee set forth in 37 CFR 1 . 1 7(r) has been timely paid, the finality of tiie previous Office action is 
hereby withdrawn pursuant to 37 CFR 1.129(a). Applicant's first submission after final filed on 
3/24/00 has been entered. 

3. The text of those sections of Titie 35, U.S. Code not included in this action can be found 
in a prior Ofl&ce action. 

4. Any objections or rejections made in a previous Office Action that are not herein 
reinstated have been withdrawn. 

5. The following is a quotation of the first paragraph of 35 U. S.C. 112: 



The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such fiill, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 
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6. Claims 97-100 and 103 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Pages 52-53 of the specification disclose that SEQ ID N0:2 can be found in normal 
prostate cells, benign hyperplasia, and in a transformed prostate cell line, in addition to prostate 
cancer cells. Therefore, the skilled artisan would have to perform undue experimentation without 
a reasonable expectation of success because the instant invention while marking prostate cells, 
does not mark prostate cancer cells and cannot differentiate them firom normal prostate cells, and 
therefore cannot be used in a method to detect micrometastic prostate tumor cells. 

7, Claim 98 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctiy claim the subject matter which applicant regards as the 
invention. Clause (e) repeats the word detect twice. 

8, Claims 1 00- 1 02 are in condition for allowance. 

9. Any inquiry concerning this communication or earlier communications firom the examiner 
should be directed to Stephen Gucker whose telephone number is (703) 308-6571. The examiner 
can normally be reached on Monday to Friday from 0830 to 1700. If attempts to reach the 
examiner by telephone are unsuccessfijl, the examiner's supervisor, Gary Kunz, can be reached on 
(703) 308-4623. Tlie fax phone number for tiiis Group is currentiy (703) 308-4242, but 
Applicant should confirm this by phoning the Examiner before faxing. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 

Stephen Gucker 

August 14,2000 Jj / y 
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